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Reply to Office Action of October 20, 2005 

REMARKS 

Favorable reconsideration of this application in light of the following discussion is 
respectfully requested. 

Claims 1-22 are presently active in this case. 

In the outstanding Office Action, Claims 1-22 were rejected under 35 U.S.C. §103(a) 
as unpatentable over Downs et al. (U.S. Patent No. 6,226,618, herein " Downs ") in view of 
Zhao et al. (Sigmetrics publication of 5/99 entitled "Bandwidth-Efficient Continuous Media 
Streaming Through Optimal Multiplexing," herein " Zhao "). 

In response to the rejection of Claims 1-22 under 35 U.S.C. §103(a), Applicants 
respectfully traverse the rejection and request reconsideration of the rejection, as next 
discussed. 

Briefly recapitulating, Claim 1 relates to a method for ordering and transmitting 
digital media objects, including: transmitting an object order for digital media objects that 
includes at least one object identification by a mobile communications terminal over a mobile 
radio network to a center, transmitting data on a time at which an ordered media object is 
available by the center to the communications terminal, wherein the time is determined by 
the center with regards to optimal usage of resources used for a transmission of ordered 
media objects and is stored in the communications terminal, automatically contacting, by the 
communications terminal, the center at the time, transmitting a media object assigned to the 
object identification by the center via a radio network to the communications terminal, where 
the media object is stored in a memory, and playing back, by a media playback module of the 
communications terminal, a media content contained in the stored media object. Independent 
Claim 13 recites similar features in the context of a mobile communications terminal 
configured to receive data disseminated over a radio network and configured to communicate 
over a mobile radio network. 
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As explained in Applicants' Specification, Applicants' Claim 1 improves upon 
background methods for ordering and transmitting digital media objects since media objects 
are transmitted at times selected by the center such that transmission resources are optimally 
used. 1 The automatic contacting of the center by the communications terminal presents the 
advantage that media objects are transmitted only when the communications terminal is ready 
and/or available. Accordingly, there is no waste of network bandwidth for transmitting 
media objects to a communications terminal that is not ready for reception of the media 
objects. In addition, there is also no waste of storage resources in the network that are 
associated with store and forward services required for storing media objects, when the 
communications terminal is not available. 

Applicants respectfully submit that both references used by the outstanding Office 
Action to form the 35 U.S.C. § 103(a) rejection, Downs and Zhao , fail to teach or suggest that 
the time of transmitting data is determined by the center with regards to optimal usage of 
resources used for a transmission of ordered media objects, and also fail to teach or suggest 
that the communications terminal automatically contacts the center at the time. 

The reference Downs describes an automatic metadata acquisition process allowing 
the retrieval of as much data as possible from the content provider including Digital Rights 
Management (DRM), without operator assistance. 2 Downs ' automatic metadata acquisition 
process thereby retrieves exclusively metadata describing the content, e.g. title, artist, author, 
composer, producer, or length of recording. 3 The outstanding Office Action asserts that 
Downs teaches that the communications terminal automatically contacts the center at the 
stored time. 4 Applicants respectfully disagree, since Downs merely describes that a work 
flow manager 154, located at the content provider 101, is responsible for scheduling content 

1 See Applicants' Specification at page 10, lines 12-15. 

2 See Downs at column 58, lines 24-29. 

3 See Downs at column 57, lines 60-63. 

4 See the outstanding Office Action at page 3, lines 8-10. 
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processing activities. 5 Accordingly, a work flow manager queuing new jobs at the content 
provider 101, as taught by Downs , is not a communications terminal automatically contacting 
the center at a determined time, as recited in Applicants' Claim 1. 

Furthermore, and as confirmed by the Office Action, 6 Downs does not disclose 
transmission of media objects at a time for optimal usage of resources. Downs ' content 
provider 101 starts delivering metadata information to an end-user as soon as the end-user 
purchases a product. 7 

Applicants respectfully submit that Zhao , the secondary reference used by the 
outstanding Office Action to form the 35 U.S.C. § 103(a) rejection, does not remedy the 
deficiencies of Downs . Zhao teaches bandwidth-efficient continuous media streaming. 
Zhao further explains that continuous media are streamed from a media server to a set of 
distributed receivers. 9 In Zhao , the server determines a streaming schedule for immediate 
delivery of a requested media object by the server to a receiver through a continuous 
streaming process according to the streaming schedule. 10 Accordingly, streaming data with a 
streaming schedule determined by a server, having a piece wise-linear adaption of the 
transmission rate and starting at time t=0, n as taught by Zhao , is not transmitting data on a 
time determined by the center with regards to optimal usage of resources used for a 
transmission of ordered media objects, as recited in Applicants' Claim 1. 

Since Zhao 's time of initiating streaming is always t = 0, the streaming is intended to 
start immediately after request. Zhao 's schedule is thereby intended to adapt the bit rate in 
function of time, as shown in Zhao 's Figures 5a and 5b. Therefore, Zhao 's media streaming 
through optimal multiplexing does not teach or suggest determining a time at which an 

5 See Downs from column 49, line 12 to column 50, line 32 and in Figure 1 A. 

6 See the outstanding Office Action at page 3, lines 12-13. 

7 See Downs at column 58, lines 5-9. 

8 See Zhao in the Title and in the Abstract. 

9 See Zhao at page 13, column 2, lines 32-35 and in Figures 1 and 2. 

10 See Zhao at page 1 5, column 2, paragraph 2.3 

11 See Zhao at page 15, column 2, lines 10-15 and in Figures 5a-b. 
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ordered media object is available. Accordingly, Zhao also fails to teach or suggest the 
automatically contacting the center by the communications terminal at the determined time. 

Furthermore, Zhao even confirms that his disclosure teaches away from Applicants' 
Claim 1, by explicitly stating "[w]e use the term streaming to distinguish itself form the 
alternate approach of downloading and playing back." 12 Accordingly, "[a] reference may be 
said to teach away when a person of ordinary skill in the art, upon reading the reference, 
would be discouraged from following the path set out in the reference, or would be led in a 
direction divergent from the path that was taken by the applicant." In re Gurlev , 31 USPQ2d 
1 130, 1131 (Fed. Cir. 1994). To this end, "disclosures in the references that diverge from and 
teach away from the invention cannot be disregarded", Phillips Petroleum Company v. U.S. 
Steel Corp. , 9 U.S.P.Q.2d 1461 (Fed. Cir. 1989). 

Therefore, even if the combination of Downs and Zhao is assumed to be proper, the 
combination fails to teach every element of the claimed invention. Accordingly, Applicants 

1 3 

respectfully traverse, and request reconsideration of, this rejection based on these patents. 

Consequently, in view of the present amendment, no further issues are believed to be 
outstanding in the present application, and the present application is believed to be in 
condition for formal Allowance. A Notice of Allowance for Claims 1-22 is earnestly 
solicited. 


12 See Zhao at page 14, column 2, lines 12-17. 

13 See MPEP 2142 stating, as one of the three "basic criteria [that] must be met" in order to establish a prima 
facie case of obviousness, that "the prior art reference (or references when combined) must teach or suggest ajl 
the claim limitations," (emphasis added). See also MPEP 2143.03: "All words in a claim must be considered in 
judging the patentability of that claim against the prior art." 


5 


* Application No. 09/926,686 

Reply to Office Action of October 20, 2005 

Should the Examiner deem that any further action is necessary to place this 

application in even better form for allowance, the Examiner is encouraged to contact 

Applicants' undersigned representative at the below listed telephone number. 


Respectfully submitted, 


OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 



Customer Number 


22850 


Gregory J. Maier 
Attorney of Record 
Registration No. 25,599 


Tel: (703)413-3000 
Fax: (703)413 -2220 

(OSMMN 06/04) 


Surinder Sachar 
Registration No. 34,423 
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